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IMPORTANT NOTIFICATION 


International application No. 

PCT/JP00/05522 


International filing date (day/month/year) 
18 August 2000 (18.08.00) 


Applicant 

KYORIN PHARMACEUTICAL CO., LTD. et al 



1. Transmittal of the translation to the applicant. 

The International Bureau transmits herewith a copy of the English translation made by the 
International Bureau of the international preliminary examination report established by the 
International Preliminary Examining Authority. 



2. Transmittal of the copy of the translation to the elected Offices. 

The International Bureau notifies the applicant that copies of that translation have been 
transmitted to the following elected Offices requiring such translation: 

EP,CA,CN,KP,NO,RO,SK,US 



The following elected Offices, having waived the requirement for such a transmittal at this time, 
will receive copies of that translation from the International Bureau only upon their request: 

AP,EA,AE,AL,AM,AT,AU,AZ,BA,BB,BG BR r 5Y,CK 
GM,HR,HU,ID,IL,IN,IS,JP,KE,KG,KR,KZ,^^^ 

PT,RU,SD,SE,SG,SI,SL,TJ,TM,TR,TT,UA,UG,UZ,VN,YU,ZA,2W,OA 



3. Reminder regarding translation into (one of) the official language(s) of the elected Office(s). 

The applicant is reminded that, where a translation of the international application must be 
furnished to an elected Office, that translation must contain a translation of any annexes to the 
international preliminary examination report. 

It is the applicant's responsibility to prepare and furnish such translation directly to each elected 
Office concerned (Rule 74.1). See Volume II of the PCT Applicant's Guide for further details. 
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PATENT COOPERATION TI 

PCT 

INTERNATIONAL PRELIMINARY EXAMINATION REPORT 

(PCT Article 36 and Rule 70) 



Applicant's or agent's file reference 
KP-5545-PCT 


„ D p^DTu^o SeeNotificationofTransmittalonnternational Preliminary 
FOR FURTHER ACTION Examination Report (Form PC T/IPEA/416) 


International application No. 

PCT/JP00/05522 


International filing date {day/montlt/year) 
18 August 2000 (18.08.00) 


Priority date (day/month/year) 

23 August 1999 (23.08.99) 


International Patent Classification (IPC) or national classification and IPC 
C07D 277/34, A6 IK 31/426, A61P 3/06, 3/10, 43/00 


Applicant 

! KYORIN PHARMACEUTICAL CO., LTD. 



1 . This international preliminary examination report has been prepared by this International Preliminary Examining Authority 
and is transmitted to the applicant according to Article 36. 



2. This REPORT consists of a total of 

□ 



. sheets, including this cover sheet. 



This report is also accompanied by ANNEXES, i.e., sheets of the description, claims and/or drawings which have 
been amended and are the basis for this report and/or sheets containing rectifications made before this Authority (see 
Rule 70.16 and Section 607 of the Administrative Instructions under the PCT). 



These annexes consist of a total of _ 



. sheets. 



3. This report contains indications relating to the following items: 
Basis of the report 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 
Lack of unity of invention 

Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 

Certain documents cited 

Certain defects in the international application 

Certain observations on the international application 



II 
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III 


□ 


IV 


□ 


V 


IS) 


VI 


□ 


VII 


□ 


VIII 


□ 



Date of submission of the demand 

19 March 2001 (19.03.01) 


Date of completion of this report 

03 September 2001 (03.09.2001) 


Name and mailing address of the IPEA/JP 
Facsimile No. 


Authorized officer 
Telephone No. 
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rnational application No. 

PCT7JP00/05522 



I. Basis of the report 



1. With regard to the elements of the international application:* 
[X] the international application as originally filed 
^) the description: 

pages . . , as originally filed 

pages __ __ , filed with the demand 

P ages _ , filed with the letter of 

CHI tne c ^ims: 

pages _ _ , as originally filed 

pages > as am ended (together with any statement under Article 1 9 

pages — . . , filed with the demand 

pages — , filed with the letter of 

QJ the drawings: 

pages , as originally filed 

pages filed with the demand 

pages _, filed with the letter of 

I I the sequence listing part of the description: 
pages 

, as originally filed 

paces 

, filed with the demand 

pages . filed with the letter of 



2. With regard to the language, ail the elements marked above were available or furnished to this Authority in the language in which 
the international application was filed, unless otherwise indicated under this item. 

These elements were available or furnished to this Authority in the following language which is- 

the language of a translation furnished for the purposes of international search (under Rule 23 1(b)) 

□ the language of publication of the international application (under Rule 48 3(b)) 

the language of the translation furnished for the purposes of international preliminary examination (under Rule 55 2 and/ 
or 55.3). 

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the international 
preliminary examination was carried out on the basis of the sequence listing* 

□ contained in the international application in written form. 

□ filed together with the international application in computer readable form 

□ furnished subsequently to this Authority in written form. 

□ furnished subsequently to this Authority in computer readable form 

□ The statement that the subsequently furnished written sequence listing does not go beyond the disclosure in the 
international application as filed has been furnished. 

□ Thes.a.e.ent that the information recorded in computer readable form is identical to the written sequence listing has 
been furnished. 

The amendments have resulted in the cancellation of: 

□ 

the description, pages 

the claims, Nos. 

the drawings, sheets/fig 



5 I!"! ThiS Fep0rt haS beCn establisned as if ( some °0 tne amendments had not been made, since they have been considered to go 
beyond the disclosure as filed, as indicated in the Supplemental Box (Rule 70.2(c)).** 

Replacement sheets which have been furnished to the receiving Office in response to an invitation under Article 14 are referred to 
in this report as "originally filed" and are not annexed to this report since they do not contain amendments (Rule 70 16 
and 70. 1 7). 

** Any replacement sheet containing such amendments must be referred to under item 1 and annexed to this report. 



Form PCT/IPEA/409 (Box I) (July 1998) 



INTERNATIONAL PR 



INARY EXAMINATION REPORT 



( ernational application No. 

PCT/JP00/05522 



V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 



1 . Statement 

Novelty (N) 

Inventive step (IS) 

Industrial applicability (IA) 



Claims 
Claims 

Claims 
Claims 

Claims 
Claims 



1-12 



1-12 



1-12 



YES 
NO 

YES 
NO 

YES 
NO 



2. Citations and explanations 

This opinion was based on documents 1-5 cited in the international search report, as well as documents 6 and 7 that 
were added separately. 

Document 1: JP, 8-333355, A (Kyorin Pharmaceutical Co., Ltd.) 
Document 2: JP, 9-48771, A (Kyorin Pharmaceutical Co., Ltd.) 
Document 3: Murakami, K., et al., Diabetes, Vol. 47, 1998, pp. 1841-1847 
Document 4: Ide, T., et al., Diabetes Frontier, Vol. 9, No. 3, 1998, pp. 345-346 
Document 5: EP, 881219, Al (Kyorin Pharmaceutical Co., Ltd.) 
Document 6: WO, 97/32863, Al (Torii Pharmaceutical Co., Ltd.) 
Document 7: EP, 332331, A2 (Pfizer Inc.) 

Claims 1 to 12 

Document 1 (Claims; Par. No. 0004; Examples) and document 2 (Claims; Par. No. 0004; Examples) state that N- 
benzyldioxothiazolyl benzamide derivatives have a hypoglycemic action and a hypolipidemic action. 

Document 3 (Abstract; page 1841, right column, line 1 to page 1842, left column, line 4; Fig. 1) and document 4 
(Entire text) state that the compounds comprising KPR-297 have a hypoglycemic action and a hypolipidemic action, 
and they also act on the human peroxisome proliferator-activated receptor. 

When the inventions set forth as Claims 1-12 are compared with the inventions described in documents 1-4, they 
differ from the standpoint that in the former the phenyl group, which is the cyclic structure opposite the thiazolyl 
group, always has a substituent that is either a chlorine atom, bromine atom, nitro group, trifluoromethoxy group, 
ethoxy group, propoxy group, or isopropoxy group, whereas in the latter there is no specific statement that 
compounds having these substituents were prepared. 

However, the selection of the substituents described in documents 1-4 and using them as specified substituents in 
Claims 1-12 is merely a matter of conventional practice to persons skilled in the art. Furthermore, document 5 
(Claims; Par. No. 0006; Examples), document 6 (Claims; page 1, line 27 to page 2, line 13), and document 7 
(Claims) describe compounds that have chemical structures that are extremely similar to those of the compounds 
described in documents 1-4, and they state that the compounds having the hypoglycemic action and hypolipidemic 
action common to documents 1-4 always have either a chlorine atom, bromine atom, nitro group, or 
trifluoromethoxy group as a substituent bonded to the phenyl group that is the cyclic structure opposite the thiazolyl 
group. Therefore, this examination finds that based on these descriptions, persons skilled in the art will require no 
particular inventiveness to select the above moieties as substituents of the phenyl group that is the cyclic structure 
opposite the thiazole group in the compounds described in documents 1-4. 

Therefore, based on the descriptions in documents 1-7, the inventions set forth as Claims 1-12 do not appear to 
involve an inventive step. 
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NOTIFICATION OF ELECTION 

(PCT Rule 61 .2) 


To: 

Commissioner 

US Department of Commerce 
United States Patent and Trademark 
Office, PCT 

2011 South Clark Place Room 
CP2/5C24 

Arlington, VA 22202 
ETATS-UNIS D'AMERIQUE 

in its capacity as elected Office 


Date of mailing (day/month/year) 
26 April 2001 (26.04.01) 




International application No. 
PCT/JP00/05522 


Applicants or agent" s file reference 
KP-5545-PCT 


International filing date (day/month/year) 
18 August 2000 (18.08.00) 


Priority date (day/month/year) 
23 August 1999 (23.08.99) 


Applicant 

NOMURA, Masahiro et al 



1. The designated Office is hereby notified of its election made: 

| X| in the demand filed with the International Preliminary Examining Authority on: 
19 March 2001 (19.03.01) 

j^J in a notice effecting later election filed with the International Bureau on: 



1 



2. The election |2< 

□ 



was not 



made before the expiration of 1 9 months from the priority date or, where Rule 32 applies, within the time limit under 
Rule 32.2(b). 
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The International Bureau of WIPO 


Authorized officer 
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121 1 Geneva 20, Switzerland 


Facsimile No.: (41-22) 740.14.35 


Telephone No.: (41-22) 338.83.38 
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